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Opi nion by Quinn, Adm nistrative Trademark Judge:
Paci fic Sol ar Conpany, Inc. has petitioned to cancel
a registration owed by Pacific Solar Pty., Ltd. for the

mar k shown bel ow

. PacificSolar
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for “solar cell panels used for converting sunlight into

electricity.”?!

As grounds for cancellation, petitioner
asserts priority and |ikelihood of confusion under
Section 2(d) of the Trademark Act. More specifically,
petitioner asserts that respondent’s mark, when applied
to respondent’s goods, so resenbles petitioner’s
previously used trade name and trademark PACI FI C SOLAR
for solar power systens conprising photovoltaic nodul es,
batteries, battery charge regulators, wiring harnesses,
vol tage regul ators, inverters and structural hardware,
and for design and technical consultation services for
others in the field of solar electric systens, as to be
likely to cause confusion.

Respondent, in its answer, denied the salient
al l egations in the petition for cancellation.

The record includes the pleadings; the file of the
i nvol ved registration; trial testinony, with rel ated
exhi bits, taken by petitioner; photocopies of

2

petitioner’s two pendi ng applications,“ and respondent’s

! Registration No. 2,258,341, issued July 6, 1999, alleging a
claimof priority under Section 44(d) of the Act based on
Australian application no. 657,908, filed April 6, 1995, which
i ssued as registration no. 657, 908.

2 Application Serial Nos. 75/402,205 and 75/402,206 to register
the mark PACI FIC SOLAR for, respectively, “solar electric
systens design, and consulting and installation services”
(alleging first use and first use in commerce in Cctober 1991)
and “solar electric systenms and conponents” (alleging first use
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responses to certain of petitioner’s interrogatories and
requests for admissions,® all introduced by way of
petitioner’s notices of reliance.* Respondent neither
took testinmony nor introduced any other evidence. Both

parties filed briefs.®> An oral hearing was not requested.

in Decenber 1991 and first use in comerce in April 1992).

After respondent’s registration was cited as a bar to

regi stration under Section 2(d) of the Trademark Act, action on
t he applications was suspended pending the final disposition of
this cancell ati on proceedi ng.

3 Petitioner filed, on the sane day, two notices of reliance on
its requests for admissions. In one, petitioner essentially
asserts that respondent failed to tinely respond to the requests
for adm ssion and that, therefore, the requests stand adm tted.
In the other notice of reliance, petitioner alternatively relies
upon the requests expressly admtted by respondent, nanely, nos.
8, 11, 13, 19 and 20.

The Board, in an order issued June 4, 2001, granted
respondent’s notion to extend its time to respond to di scovery
and rul ed that “the discovery responses which have since been
served upon petitioner are hereby deened tinely.” 1In view
t hereof, we do not view the requests for adm ssions as deened to
be admitted, and we have given no consideration to the notice of
reliance relying on each and every one of the requests for
adm ssions. Rather, in reaching our decision, we have
consi dered only the ones specifically relied upon by petitioner
where respondent filed express adm ssions.

4 Petitioner further filed a notice of reliance on the

decl arati on of Chuck Whitaker, an officer of a third party in
the industry. Respondent objected to the inproper subm ssion in
its brief. Trademark Rule 2.123(b) provides that testinony in
the formof an affidavit or declaration nmay be submtted, but
only pursuant to a witten agreenent of the parties. There is
no witten agreenent here, and M. Witaker’s declaration does
not formpart of the evidentiary record. Accordingly, this

evi dence has not been consi dered.

> Petitioner, inits reply brief, objects to certain portions of
respondent’s brief, contending that these portions are not
supported by any evidence of record. The Board generally w |l
not strike a portion of a brief upon notion by an adverse party
whi ch sinply objects to the contents thereof. Rather, any

obj ecti ons which an adverse party nay have to the contents of
such a brief will be considered by the Board inits

determ nation of the case, and any portions of the brief which
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Before turning to the substantive issues of priority
and |ikelihood of confusion, we will consider the
evidentiary objections nade in respondent’s brief on the
case. In its brief on the case, respondent expended a
great deal of effort (nine pages) in making objections to
petitioner’s evidence. As we pointed out earlier, we
have not considered the Witaker declaration or any of
the requests for adm ssion not expressly admtted.
Respondent al so objects to all of the exhibits introduced
during the deposition of Marianne Wal pert, petitioner’s
founder and co-owner, and to the one exhibit introduced
during the testinmony of Maurice MIller, petitioner’s co-
owner, vice president and treasurer. These
hypertechni cal objections are overrul ed essentially for
the reasons set out in petitioner’s brief. Sinply put,
we see no deviation by petitioner relative to Trademark
Rule 2.123(f)(2).

Respondent nmkes a nyriad of other objections to
various testinony and exhibits. The objections relate to
rel evancy, proper foundation, hearsay, and the |ike.

Al t hough petitioner, in its reply brief, specifically

are found by the Board to be inproper will be disregarded. TBW
8§ 540. Suffice it to say that to the extent respondent’s brief
contains factual statenents which are not supported by properly
subm tted evidence, the statenents have not been considered. BL
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responded to each of the objections, we see no reason to
do the sane, essentially for the reason that we generally
agree with petitioner’s argunents nmade in response.
Accordingly, we have considered all of petitioner’s
testimony and evidence (except to the extent indicated
earlier), and have accorded it whatever probative weight
it merits.
STANDI NG

The first issue we need to address is petitioner’s
standi ng. Respondent raised |ack of standing as a
defense in its answer, and respondent reiterates the
point in its brief. The essence of this defense is that
“petitioner does not have standi ng because petitioner
cannot prove that Mrianne Wal pert assigned her rights in
the ‘ PACIFI C SOLAR nanme to petitioner prior to the
filing of the petition to cancel.” (brief, p. 28).

According to the testinony of Ms. Wal pert, she began
busi ness activities under the mark PACI FI C SOLAR as a
sole proprietorship in California in 1991. 1In Cctober
1991, her business under the mark was certified as a New
York State Wonan- Omed Business Enterprise. Pacific
Solar, in April 1994, was certified by the state of

California as a “Di sadvant aged Busi ness Enterprise and

Cars Limted v. Puma Industria de Veiculos S/A 221 USPQ 1018,
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Wonen Busi ness Enterprise.” In Novenber 1997,

petitioner, Pacific Solar Conpany, Inc., was incorporated
under the nane PACIFIC SOLAR in the state of California.
We find that the record establishes that the petitioner
corporation owned the mark, by virtue of a transference
of title, prior to the filing of the petition for

cancel lation, and that the petitioner corporation owns

t he applications that have been rejected under Section
2(d) on the basis of respondent’s registration.

Ms. Wal pert testified that it was her intention,
when she incorporated Pacific Solar Conpany, Inc. in
1997, to transfer all of the assets of the sole
proprietorship to the corporation and that, to the best
of her know edge, that was what happened. (dep., p.
141). M. Mller testified that “it was a material part
of the bargain that Pacific Sol ar Company[’s] trademark
and trade nane be transferred to the new conpany.”
(dep., p. 15)

The corroborating docunent evidencing the transfer
(Mller dep., ex. 1) has spawned a di spute between the
parties. Respondent contends that the docunment is
“suspicious” and, at one point in its brief,

characteri zes the docunent as “fraudulently generated.”

1019 (TTAB 1983).
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The docunent is captioned “Assignment and Assunption
Agreenent” between the assignor Pacific Solar Conpany, a
sol e proprietorship, and the assignee, Pacific Solar
Conmpany, Inc., a California corporation. The agreenent
is signed by Ms. Wal pert and indicates that it is “nade
and entered into as of the 1% day of January 1998.” The
transferred assets specifically include the PACIFI C SOLAR
trademar k

Al t hough Ms. Wl pert’s recoll ection of her signing
of the agreement is inperfect, it clearly was her
intention to transfer rights in the mark to the
petitioner corporation. Even absent the witten
agreenment, the uncontroverted testinony evidences the
transfer. The docunent, regardl ess of the date of
execution, merely confirns the transfer. See: Huang v.
Tzu Wei Chen Food Co. Ltd., 849 F.2d 1458, 7 USPQRd 1335,
1336 (Fed. Cir. 1988), citing American Manufacturing Co.
v. Phase Industries, Inc., 192 USPQ 498, 500 (TTAB 1976)
[“[n]either a formal assignnent nor recordation of an
assignnment in the Patent and Trademark Office is
necessary to pass title or ownership to common | aw or
statutory trademark rights”].

The evidence al so establishes that petitioner is the

actual owner of the two applications made of record and
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that petitioner’s pending applications have been refused
regi stration under Section 2(d) on the basis of
respondent’s registration. Such facts prove petitioner’s
standing. See: Lipton Industries, Inc. v. Ralston
Purina Co., 670 F.2d 1024, 213 USPQ 185, 189 (CCPA 1982).

Apart fromthe above, petitioner’s comerci al
interest in the use of the identical mark is sufficient
to confer standing. Ritchie v. Sinpson, 170 F.3d 1092,
50 USP@2d 1023 (Fed. Cir. 1999).

PRI ORI TY

We next address the issue of priority of use. The
parties agree that the earliest date upon which
respondent may rely in this case is April 6, 1995 (i.e.,
the Section 44(d) priority filing date). Respondent has
admtted that it has made no actual use in commerce to
dat e.

Ms. Wl pert began busi ness under the nane PACIFIC
SOLAR as a sole proprietorship in California in 1991.
According to Ms. Wal pert, her business was responsible
for the design, assenbly and installation of one of the
first two grid-connected solar electric systens in
California in 1993. Conponents of the conpleted system
bore the PACIFIC SOLAR nark. |In the years to follow, Ms.

Wal pert continued to design, assenble and install solar
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el ectric systens under the mark PACI FI C SOLAR. M.

Wal pert estimted her proprietorship’ s gross incone in
1993 as $100, 000, and in 1994 in the range of $20, 000-
$50, 000. Ms. Walpert testified about a “nunber of
proposal s that went out in 92, "94 tinme period, a couple
to the Sacramento Municipal Utilities, one to PG & E, one
to the south coast air quality nmanagenent board in
southern California, and | don't renmenber if they were
exactly in 1993, but that that was the tine range they
were going out, as well as smaller residential proposals
during that tinme frame.” (dep., pp. 59-60) The

busi ness, according to Ms. Wl pert, also was selling
parts under the PACIFIC SOLAR mark.

Al so of record is testinmony and related exhibits
pertaining to Ms. Wal pert’s involvenent with the
devel opnent of a solar roof rack for notor vehicles in
1991-1992. One such electric car was equipped with a
PACI FI C SOLAR sol ar roof rack.

The record further includes exanples of use in
pronmotion of the mark in connection with Ms. Wl pert’s
services. M. Walpert has distributed business cards
(ex. No. 36) throughout the years at industry conferences
and nmeetings, and the cards were included in

correspondence and sales efforts. Each business card
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prom nently displayed the PACIFI C SOLAR nmark and the term
“photovol taic systens.” Beginning in 1992, M. WAl pert
di stributed brochures to potential custoners, as well as
to the general public at solar hone tours and alternative
energy fairs.

Ms. Wal pert has placed advertisenents bearing the
PACI FI C SOLAR mark in trade publications. The record
i ncl udes specific advertisenents placed in Northern

California Sun (a publication of The Northern California

Sol ar Energy Association) in the years 1993-1996.

We find petitioner’s testinony to be sufficiently
probative and satisfactory to establish its priority of
use of PACIFIC SOLAR as a trademark and as a trade nane.
Further, the record includes corroborative exhibits.
See: Powermatics, Inc. v. G obe Roofing Products Co.,
Inc., 341 F.2d 127, 144 USPQ 430 (CCPA 1965). G ven
respondent’s inaction at trial, petitioner’s record
stands unrebutted. Although respondent, in its brief,
has gone to great lengths to critique nuch of the
evi dence of record, whether a particul ar piece of
evidence by itself establishes prior use is not
necessarily dispositive as to whether petitioner has
establ i shed prior use by a preponderance of the evidence.

In the words of our primary review ng court, we “should

10
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| ook at the evidence as a whole, as if each piece of

evi dence were part of a puzzle which, when fitted

t oget her, establishes prior use.” As instructed by the
court, we nmust recognize the clear interrelationship
exi sting between the several pieces of evidence and
consi der each piece of evidence in light of the rest of
t he evidence, rather than individually. Wst Florida
Seafood Inc. v. Jet Restaurants Inc., 31 F.3d 1122, 31
USPQ2d 1660, 1663 (Fed. Cir. 1994).

VWhen the record is examned in such a manner, it is
clear that the testinony and evi dence as a whol e
denonstrate that petitioner has priority of use of
PACI FI C SOLAR in connection with solar energy goods and
servi ces.

LI KELI HOOD OF CONFUSI ON

Qur determ nati on under Section 2(d) is based on an
anal ysis of all of the facts in evidence that are
relevant to the factors bearing on the |ikelihood of
confusion issue. In re E. |I. du Pont de Nemours & Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In any
i kel'i hood of confusion analysis, two key considerations
are the simlarities or dissimlarities between the marks

and the simlarities or dissimlarities between the

11



Cancel | ati on No. 30, 378

goods. Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

| nsof ar as the marks are concerned, respondent has
admtted that its mark is “extrenely simlar in sight,
sound and nmeaning to petitioner’s nmarks and petitioner’s
trade nanme.” (Request for Adm ssion No. 13) Petitioner
has established prior use of the marks PACI FI C SOLAR per
se and PACI FI C SOLAR with an ocean wave design. Each of
these marks is substantially simlar to respondent’s
mark. In ternms of sound, the literal portions of the
parties’ marks are identical. Further, as to
connotation, the marks convey substantially simlar, if
not identical, meanings, nanely, that the goods and/ or
services involve solar energy along the Pacific Ocean
coast. Finally, with respect to appearance, the literal
portion of respondent’s mark is identical to the entirety
of petitioner’s PACIFIC SOLAR mark, and is identical to
the literal portion of petitioner’s logo mark. Although
respondent’s mark includes a design feature, respondent’s
mark, as well as petitioner’s logo mark, clearly is
dom nated by the literal portion PACIFIC SOLAR. Although
we must conpare marks in their entireties, “there is
not hing inproper in stating that, for rational reasons,

nore or | ess weight has been given to a particular

12
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feature of a mark, provided [that] the ultimte
conclusion rests on consideration of the marks in their
entireties.” In re National Data Corp., 753 F.2d 1056,
224 USPQ 749, 751 (Fed. Cir. 1985). Because the literal
portion of a mark is used to call for the goods and/ or
services, it is likely to dom nate over any design
portion of the mark. Ceccato v. Manifattura Lane Gaetano
Marzotto & Figli S.p.A , 32 USPQ2d 1192, 1197 (TTAB
1994).

Turni ng next to the goods and/or services,
petitioner has established prior use of its marks in
connection with design, consultation and installation
services involving solar electric systens, and with sol ar
el ectric systens, including conponents such as sol ar
panels. The involved registration |lists respondent’s
goods as “solar cell panels used for converting sunlight
into electricity.” In correspondence between Ms. Wl pert
and Dr. Paul Basore, deputy research director,
manuf acturing, for respondent, Dr. Basore indicated that
the parties “share simlar visions regarding the
proliferation of roof-nmunted grid-interactive PV

[ photovol tai cs] systems.” (Walpert dep., ex. no. 48)°

® In the sane emai| dated December 22, 1997, Dr. Basore wote:
“You’ ve cone to ny attention again, this tinme because it seens
that the conpany | now work for in Australia chose essentially

13



Cancel | ati on No. 30, 378

I n conparing petitioner’s goods and services with
respondent’ s goods, we start with the prem se that they
need not be identical or even conpetitive to support a
hol di ng of |ikelihood of confusion. It is sufficient
t hat the goods and services be related or that conditions
surroundi ng their marketing are such that they are
encountered by the same persons who, because of the
rel at edness of the goods and services and the
simlarities between the marks, would believe nistakenly
that the goods and services originate fromor are in sone
way associated with the sane producer. Hercules Inc. v.
Nati onal Starch and Chem cal Corp., 223 USPQ 1244, 1247
(TTAB 1984).

It is clear that the parties’ goods overlap and that
petitioner’s services in the solar energy field are
closely related to respondent’s sol ar energy goods.
Further, it would appear that the parties’ goods and
services are intended for the sanme classes of purchasers,
namely environmental ly concerned individuals and

conpanies. While some of these purchasers are likely to

t he sanme conpany nane as you are currently using. They did this
before | joined the conpany, and were not aware of the existence
of your conpany at the tinme. The issue has cone to the
forefront now because we tried to register the nanme PacificSol ar
as an internet domain address and di scovered that you al ready
have it.” The comuni cati on then broached the subject of
possi bl e resolutions to the conflict.

14
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be sophisticated when it comes to buying a solar energy
product, it is apparent that not all of the goods are
expensive, and that they would al so be purchased by
ordinary individuals for use in their homes. |In any
event, given the virtual identity between the nmarks and
t he goods and services, even sophisticated purchasers
i kely woul d be confused.

Anot her du Pont factor in this case is actual
confusion. M. Mller testified that actual confusion
bet ween the parties’ marks “has occurred on many
occasions,” and then went on to cite three exanples. One
i nstance involved msdirected mail, and the other two
i nvol ved m staken identity (i.e., individuals thought
t hat petitioner was, in fact, respondent). M. Wl pert
testified generally that, at conferences, attendees have
confused the two conpanies. M. Wil pert went on to
detail one exanple of msdirected mail. Although the
record does not include the testinony of those confused,
it is clear that the instances of confusion are a direct
result of the parties’ use of the identical mark PACIFIC
SOLAR in connection with solar energy goods and servi ces.
This factor weighs in favor of petitioner.

Petitioner asserts that its mark is strong and well

known in the industry. Although we find petitioner’s

15
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mark to be inherently distinctive (albeit suggestive),
suffice it to say that the record falls short of proving
that the mark is well known. Thus, we have not treated
the factor of fame as favoring petitioner.

We concl ude that purchasers famliar with
petitioner’s solar energy goods and services sold under
petitioner’s previously used PACI FI C SOLAR mar ks woul d be
likely to believe, upon encountering respondent’s mark
PACI FI C SOLAR and design for solar cell panels, that the
goods and services originate with or are sonmehow
associated with or sponsored by the sanme entity.

Deci sion: The petition for cancellation is granted.
Regi stration No. 2,258,341 will be canceled in due

course.
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